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Application No. Applicant(s) 

09/753 496 SHERMAN ET AL 

Office Action Summary Examiner ~~ Art Unit ~ ^ 

Nadine Preisch 1764 


- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION 

- Extensions of time may be available under the provisions of 37 CFR 1 136ud In no event, however, may a reply be timely filed 
after SIX (6,) MONTHS from the rr.aihng date of this c ommunication 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C § 133) 

- Any reply received by the Office later than three months after the mailing cate of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 704(h) 

Status 


1)K! Responsive to communication(s) filed on J__ 


■ 2a)Q This action is FINAL. 2b)[x] This action is non-final. 

i 3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle. 1935 CD. 1 1 , 453 O.G. 21 3. 

i 

; Disposition of Claims 

4) L>2 Claim(s) 4 - " ~i is/are pending in ihe appiiuauon. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) m is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are a)D accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawmg(s) be held in abeyance See 37 CFR 1 85(a) 

! 11 )□ The proposed drawing correction filed on is: a)D approved disapproved by the Examiner 

, If approved, corrected drawings are required in reply to this Office action 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAil b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s) _ 

□ Notice of Draftspersons Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) [H Information Disclosure Statement(s) (PTO-1449) Paper No(s) 6) O Other 


^ S p a:e^ a^a '-acedia'* D H <ce 

PTO-326 (Rev 04-01) Office Action Summary Part of Paper No 9 



Application, Control Number: (.)<■) 753.406 Paue 2 

Art Unit 1764 
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DETAILED AC TION 


Claim Rejections - 35 LSC $ 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

( b i the invention was patented or described in a printed publication m this or a foreign country or in public use or on 
sale in tins country, more than one vear prior to the date of application for patent m the United Slates. 

Claims 4, 5, !0, !!, !2, !4 IS. 16 and 22 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Habiby et al. (4, 02 1,333). 

Applicants are claiming a process for purifying motor oil comprising mixing the oil with 
a phase transfer catalyst and solvent followed by separating the solvent containing the 
contaminants. Applicants further claim that suitable phase transfer catalysts include glycols. 
Applicants also claim an additional step wherein a base is added (sodium or potassium 
hydroxide). 

The reference of Habiby et al. (4, 02 1,333) teaches a process for purifying used oil 
including the use of a glycol (the glycol meets applicants' phase transfer limitation) and 
dimethylformamide (applicants' solvent). See column 2. lines 60-68 and column 3. lines 20-26 
The process of Habiby et al .(4.02 1 .333 ) also includes a step w herein a base is added to the used 
oil. Suitable bases include sodium hydroxide and potassium hydroxide in an amount of 0.5 to 
5°o bv w eiuht of the oil See column 3. lines 56-67 


Page 3 

Application/Control Number 00/753.4% 

Art Unit: 1764 

Double Patenting 

Thenonsta^^^ 

mounded in public policy (a policy reflecte bv a patent and to prevent possible 

improper timewise extension ot the right to « - 2Q USPQ2d 2010 (Fed. 

harassment bv multiple assignees .See In ^ m5) ,„ re Ornunu 686 

C ,r 1903); //, re I. on*. 750 P. 2d 887. 2. LSI Q 64 (t ^ 6 , 9 (CCPA 

F 2d 037. 214 LSPO 761 (CCPA .082): In '^^^m9) 

1070) and. //i re Thomson. 418 1 2d >,8. 16. i <? be used to 

A timely filed terminal disclaimer ,n , omp nee v v,th d 

overcome an actual or provision! Xommonly owned with this 

provided the conflicting application or patent 

application. See 37 CFR 1 1 30(b). ^ of ^ n a terminal 

effv^tivp lanuarv K 1 -'^4, a icy^icicu . ^ ^ ^ mn 1v with j7 
d ,sc,a,n^ A <erm,n,l disc.ain.er signed by the assignee ,„u» «.», - 

CFR 3.73(b). 


Claims 4 ,, ar e rejec.ed under ,ne .udic* crea.ed doenne of obv.ousness-.ype doub.e 
„ are no. identic... .hey are no. pa.en.ao.v d,s„nc, fron, eacn o.her because bo.n 


conflicting claims 


sets of claims ar 


e drawn to a method ofpurityin. 


inu used oil with a solvent and a phase transfer 


auent . 


• • -„r fS ->-?8 >M in the previous office action still 
Note: The Double Patenting Rejection oxer 6._,8.. . P 

■ , ■ ?\*a n ">S 01 is not proper. The terminal 
rema,nsinth,scasebecausetheterm,naldisclaimertiled._--8-0.,si p 

, the attorney is not of record in the oath/declaration or a separate 

disclaimer is not proper because the attome> 

paper filed appointing a new attorney or associate attorney 


Application Control Number: 09 -753.4% Page 
Art L jilt 1764 

Note: Applicants are requested to attach a copy of the 1449 corresponding to the IDS 
filed 2 20 01 in paper no 3 The 1440 appears to be missing from the file 


Am inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nadine Preisch whose telephone number is 703-305-2667. The 
examiner can normally be reached on Monday through Thursday from 7:30 am to 6:00 pm. 

if aueinpis to reach the examiner by telephone are unsuccessful the examiner's 
supervisor, Marian Knode can be reached on 703-308-43 1 1 . The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3599 for regular 
communications and 703-305-5408 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 308-0661 . 
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